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DETAILED ACTION 

1 . Claims 1-25 are pending on this application. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The computer system must set forth a practical 
application of judicial exception to produce a real-world result. Benson, 409 U.S. at 71- 
72, 175 USPQ at 676-77. The invention is ineligible because it has not been limited to a 
substantial practical application. 

For a claimed invention to be statutory the claimed invention must produce a 
useful, concrete, and tangible result. The Courts have found that subject matter that is 
not a practical application or use of an idea, a law of nature or a natural phenomenon is 
not patentable. See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.) 498, 507 
(1874) ("idea of itself is not patentable, but a new device by which it may be made 
practically useful is"); Warmerman, 33 F.3d at 1360, 31 USPQ2d at 1759. 

For a claimed invention to be statutory under 35 U.S.C. 101, the claims must 
have the FINAL RESULT (not the steps) produce a useful (specific, substantial, AND 
credible), concrete (substantially repeatable/ non-unpredictable), AND tangible (real 
world/ non-abstract) result. 
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If the specification discloses a practical application but the claim is broader than 
the disclosure such that it does not require the practical application, then the claim must 
be amended. 

In the present case, claim 1 describes a software product that applies a set of 
rules to a set of data. The claims provide the steps for performing this task. The rules 
are applied to the data, but the result of this process is kept within the computer and 
nothing is done with it. This is considered to be manipulation of data inside of a 
computer, which is an abstract idea (not tangible). The result of the process must be 
provided to an outside device to make the device useful or somehow presented to the 
user in a way that it can be perceived and used. 

Claims 2-7 provide the steps to perform the process of claim 1 , but fail to solve 
the tangibility issue of claim 1 and are therefore rejected. 

Claims 8-25 describe the same subject matter as claims 1-7 and have the same 
deficiencies. Claims 8-25 are therefore rejected on the same basis as claims 1-7. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person Shall be entitled to a patent unless (b) the invention was patented or described in a 
printed publication in this or a foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 
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Claims 1-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Croy 
(US Patent Application #09/832,323, referred to as Croy). 
Claims 1 and 9 

Croy anticipates a software product for dynamically applying rules (Croy: Abstract), 
comprising a set of computer instructions stored on a computer readable medium, executable by 
a computer processor to: 

associate a rule with a rule condition (Croy: Abstract; page 1, par 1 1, L 1-17; page 6, 
Claim 1, L1 1-15; Examiner's Note(EN): storing rules based on the elements required to complete 
the transaction is associating rules to a condition); 

receive a user interaction based on a first set of content (Croy: page 1 , par 1 1 , L 1 -1 7; 
page 1 , par 5; page 5, par 53, L27-35; page 6, Claim 1 , L3-21 ; EN: presenting a display or 
submission form to a user to input data is a first set of content); 

determine if the rule is applicable based on a state of the rule condition (Croy: page 4, par 
44, L 1-10; page 5, par 53, L28-38, Fig. 10); and 

if the rule is determined to be applicable, apply the rule to the user interaction (Croy: 
page 5, par 53, L14-38, Fig. 10). 
Claims 2 and 10 

Croy anticipates determining if the rule is applicable based on the state of the rule 
condition, further comprises determining if the rule is applicable based on the 
value of metadata (Croy: page 3, par 41 , L 1 -1 1 ; page 4, par 44, L1 -1 0; page 5, par 50; page 5, 
par 53, L20-22; EN: the different data submitted by the user and the data needed by the rules is 
metadata) . 
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Claims 3 and 11 

Croy anticipates the metadata is one of user metadata, content metadata, rule metadata 
or system metadata (Croy: page 4, par 44, L1-10; EN: content metadata). 
Claims 4, 12 and 24 

Croy anticipates the rule condition represents a metric and wherein computer instructions 
are further executable to determine if the rule is applicable by comparing the metric to a goal 
(Croy: page 4, par 44, L 1 -1 0; page 5, par 53, L27-38, Fig. 1 0; EN: the metric is the format of the 
data, the goal is that the data submitted complies with the required format). 
Claims 5 and 13 

Croy anticipates the rule condition is represented by an object accessible by the set of 
computer instructions (Croy: page 4, par 43; page 4 par 44 L 1-6; page 5, par 53, L20-22, Figs. 
2-4 and 6; EN: the rules are stored in a database which is accessible by computer instructions). 
Claims 6 and 14 

Croy anticipates the computer instructions are further executable to make a call for 
the object to access the rule condition (Croy: page 5, par 53, L20-38, Fig. 10; EN: accessing 
the database). 
Claims 7, 16 and 18 

Croy anticipates the computer instructions are further executable to generate a second 
set of content responsive to the user interaction if the rule applies and generate a third set of 
content, which is distinct from the second set of content, if the rule does not apply (Croy: 
page 5, par 53, L20-38; Fig. 10; if the validation is positive (rules apply) submit data and execute 
the transaction, if it is negative (rule does not apply) return an error message). 
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Claims 8 and 25 

Cray anticipates the computer instructions are further executable to update the state of 
the rule condition (Croy: page 2, par 32, L9-1 1; Figs. 3-4; EN: refreshing the rules is updating). 
Claims 15 and 22 

Croy anticipates applying the rule to generate a second set of content (Croy: 
page 5, par 53, L20-26). 
Claim 17 

Croy anticipates associate a rule with metadata (Croy: Abstract; page 1, par 11, L 1- 
1 7; page 5, par 53, L27-38; page 6, Claim 1 , L1 1 -1 5; EN: associate the rules to the metadata 
input by the user); receive a set of user interaction data based on a particular user's 
interaction with a first set of content Croy: page 1 , par 1 1 , L 1-17; page 5, par 53, L27-35; 
page 6, Claim 1 , L3-21); determine if the rule is applicable to the set of user interaction data 
based on the value of the metadata (Croy: page 3, par41, L 1-11; page 4, par 44, L1-10; 
page 5, par 50; page 5, par 53, L20-22); and rf the rule applies, apply the rule to the set of user 
interaction data (Croy: page 5, par 53, L14-38, Fig. 10). 
Claim 19 

Croy anticipates the first set of content, second set of content and third set of content 
comprise web site content (Croy: page 1, par 10; page 5, par 53, L26-38; Figs. 5, 7-8 
and 10). 
Claim 20 

Croy anticipates the computer instructions are further executable to apply the rule to 
the set of user interaction data by: comparing a trigger in the user interaction data to criteria 
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in the rule (Croy: page 4, par 44, L 1-10; page 5, par 53, L27-38, Fig. 10; EN: the trigger is the 
format in the data input by the user); and if the trigger meets the criteria, executing an action 
defined in the rule (Croy: page 5, par 53, L14-38, Fig. 10). 
Claim 21 

Croy anticipates the action further comprises sending a notification to an 
administrator (Croy: page 3, pars 38-39; page 4, par 45, L1-4; page 5, par 53, L20-26; EN: 
the display is an administrative tool, the user is an administrator). 
Claim 23 

Croy anticipates the metadata represents a metric associated with a business 
process (Croy: page 1, par 5; page 4, par 44, L1-10). 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tian US Patent Application #09/828,931 
Papierniak et al US Patent #6,151,584 
Shmueli et al US Patent #6,044,375 

5. Claims 1-25 are rejected. 

Correspondence Information 

6. Any inquires concerning this communication or earlier communications from the 
examiner should be directed to Omar F. Fernandez Rivas, who may be reached 



» 



Application/Control Number: 10/723,954 



Page 8 



Art Unit: 2129 

Monday through Friday, between 8:00 a.m. and 5:00 p.m. EST. or via telephone at 
(571) 272-2589 or email omar.fernandezrivas@uspto.gov. 

If you need to send an Official facsimile transmission, please send it to (571) 
273-8300. 

If attempts to reach the examiner are unsuccessful the Examiner's Supervisor, 
David Vincent, may be reached at (571) 272-3080. 

Hand-delivered responses should be delivered to the Receptionist @ (Customer 
Service Window Randolph Building 401 Dulany Street Alexandria, VA 22313), located 
on the first floor of the south side of the Randolph Building. 
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Patent Examiner 
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